
TABLE OF CONTENTS

PRnnece ...... v
Tanln op Cases ...... xvii

PART ONE INTELLECTUAL PRopERTy LAw IN CoNTExr......................... I

I. The Sources and Limits of Intellectual Property Law...........o............ 1
United States Consti tut ion... . . . . . .  . . . . . . . . . . .  I
Golan v. Holder . . . . . .2

II. The Nature and Functions of Intellectual Property Lav[.................. lE
A. Copyright Law .. . . . . . .20

Paul Goldstein, Copyright's Highway: From Gutenberg to the
Celestial Jukebox. . . . . . . . . . .20

B.  Patent  Law.. . . . . .  . . . . . . . .  25
To Promote the Progress of . . . Useful Arts" ....25
Fritz Machlup, An Economic Review of the Patent System ............. 26

C.  Trademark Law . : . . . . . . . . . . . . .  . . . . . . .32
Nicholas S. Economides, The Economics of Trademarks................ 32

PART TWO SrATE LAw oF INTELLECTUAL PROPERTY........................... 37

f. Rights in Undeveloped ldeas ....................................o....................... ... 37
Sellers v. American Broadcasting Co. ......... ...... 37
Harry R. Olsson, Dreams for Sale ......40

A. Theories of Protection........ ....44
Lueddecke v. Chevrolet Motor Co. . . . . . . . .  . . . . . . . . . . . .44
Nadel v. Play-By-Play Toys & Novelties, Inc. ................. 50

B. Limits of Protection: The Place of Ideas in the Competitive Plan .....64
II. Unfair Competition ..............................................................................66

A. Background .. . . . . . . . .  . . .  66
B. Theories of Protection... . . . . .  . . . .67

l.  Misrepresentation .. . . . . . . . . . . . . .67
2. Misappropriat ion.. . . . . . . . . . . . . . .68

Board of Trade of City of Chicago v. Dow Jones & Co. .................68
III. Trade Secrets .......o.....o. ............................................o............. 7E

A. Theory of Protection .. . . . . . .  . . . . . .78
Metal lurgical lndustr ies Inc.v. Fourtek, [nc... . . . . . .  . . . . . . . . . . .78
E. L duPont deNemours & Co. v. Christopher......... ........94

B. Limits of Protection... . . . . .  . . . . . .  105
l. Personal Interests: Restraints on Post-Employment Competition 105

PepsiCo, Inc. v. Redmond .. 106
Reed, Roberts Associates, Inc. v. \trauman............ ........ I I5

xl

r



xll TesLp oR CoNrpNrs

2. Economic Interests: The Place of Trade Secrets in the
Compet i t i ve  P Ian  . . . . . . . . . . . .  . . . . . . . . . . . . . . . . . .  122

IV. Right of Publicity ....123
A.  Theory  o f  Pro tec t ion  . . . . . . . . . . . . . . . .  . . . . . . . . . . . . . . . . .  123

Carson v. Here's Johnny Portable Toi lets,  1nc.. . . . . . . . . . . . . . . . . . . . . . . . . . . . .  123
White v.  Samsung Electronics America, Inc. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  132

B. Limits of Protect ion . . . . . . . . . . . . . . . .  146
Comedy III Productions, Inc. v. Gary Saderup, lnc....................... 146

PART THREE FEDBRAL LAw oF INTELLECTUAL PROPERTY................ 163

I. Trademark Law............ .............167
A. Theories of Protect ion: Passing Off  . . . . . . . . . . . . .  . . . . . . . . . . . . . . . .  170

William R. Warner & Co. v. Eli Lilly & Co.......... ..... 170
B. Requirements for Protect ion . . . . . . . . . . . .  . . . . . . . .175

l .  Use and Use in  Commerce. .  . . . . . . . . . . . . . . . . . . .  175
BIue Bell, Inc. v. Farah Mfg. Co. ........... 177
WarnerVision Entertainment, Inc. v. Empire of Carolina, (nc........... I83

2. Dist inct iveness and Related Statutory Standards.. . . . . . . . . . . . . . . . . . . . . . . .  190
Security Center, Ltd. v. First National Security Centers ............... 190

a. "Trademark by Which the Goods of the Applicant May Be
Dist inguished From the Goods of Others". .  . . . . . . . . . . . . . . . . . . . . . .  197

King-Seeley Thermos Co. v. Aladdin Industries, lnc..................... I97
b .  " D e c e p t i v e . . . M a t t e r " .  . . . . . . . . . . . . . . . . . . . . . 2 0 8

In re Budge Manufactur ing Co. . . . . . . . . . . . . . .208
c. Confusing Simi lar i ty to Prior Marks . . . . . . . . . . . . . . . . . . .214

In  re  N.A.D. ,  1nc . . . . . . . . . . .  . . . . . . .214
d. "Merely Descriptive or Deceptively Misdescriptive" .............219
Appl icat ion of Sun Oi l  Co. . . . . . . . . . . . . . . . . . . . . . .  219

e. "Primarily Geographically Descriptive or Deceptively
Misdescr ip t i ve" . . . . . . . . . . . .  . . . . . . . . . . . . . .222

In re California Innovations, Inc. ............222
3. Statutory Subject Matter ...232

a.  Types  o f  Marks . . . . .  . . . . . . . . .232
b.  Conten t  . . . . . .234

Qualitex Co. v. Jacobson Products Co., Inc. .............234
C. Administrat ive Procedures.. . . . . . . . . . . . .  . . . . . . . . . . .245
D.  R igh ts  and Remedies . . . . . . . . . . . . . . . .  . . . . . . . . . . . . . . . . .253

l .  R igh ts  . . . . . . . . . . . . .253
a. Geographic Boundaries . . . . . . . . . . . . . . . . . . . .253
Dawn Donut Co. v.  Hart 's Food Stores, 1nc.. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .254

b. Product and Service Boundaries. .....265
(i . )  Di lut ion Under State Law .. . . . . . . . .266

Mead Data Central, Inc. v. Toyota Motor Sales, U.S.A., lnc.........266
( i i . )  D i lu t ion  Under  Federa l  Law. . . . . . . . . . .  . . . . . . . . . . . . . .275

Starbucks Corp. v.  Wolfe's Borough Coffee, Inc. . . . . . . . . . . . . . . . . . . . . . . . . . .276
2. Limitat ions on Riehts.. . .  . . . .289



Taelp op CoNreNrs xlll

t22
r23

a. Limitat ionsonTrademarklnfr ingement.. . . . . . . .  . . . . . . . . .289
New Kids on the Block v. News America Publishing, lnc.............. 289
Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC ..............298

b. Limitat ions on Dilut ion .. . . . . . . . . . . . .309
Mattel,  Inc. v. MCA Records, lnc... . . . . . .  . . . . . . . . . . . .309
Louis Vuitton Malletier,S.A. v. Haute Diggity Dog, LLC..............316

3 .  Remed ies . . . . . . . . . . . . .  . . . . . . . . . . . . . 326
Maltina Corp. v. Cawy Bottling Co. ......... ....... 326

4.  Secondary L iabi l i ty . . . . . . . . . . . .  . . . . . . . . . . . . .337
Trffany (NJ) Inc. v. eBay Inc. . . . . . . . .  . . . . .337

E.  In f r ingement . . . . . . . . .  . . . . . . . .350
Pikle-Rite Co. v. Chicago Pickle Co. ........ ......350
McGregor-Doniger, Inc. v. Drizzle, Inc. .........356
Network Automation, Inc. v. Advanced Systems Concepts, Inc. .... 369

F. Lanham Act $ 43(a): The Case of Trade Dress, and Federal Unfair
Competit ion Law .. . . . . . . .  386

Two Pesos, Inc. v. Taco Cabana, Lnc......... ......386
Wal-Mart Stores, Inc. v. Sam.ara Brothers, lnc........ .......397
TrafFix Devices, Inc. v. Marketing Displays, Inc. ..........404

II. Patent Law.o............o............................................. ...............415
A. Requirements for Protection .. . . . . . . . . . .  . . .418

1. Statutory Subject Matter ..418
Diamond v. Chakrabarty.. . . . .  . . . . . . . . . . . . .419
Bilski v. Kappos .. . . . . . . . . . .  . . . . .427
Mayo Collaborative Services v. Prometheus Laboratories, Inc. ...439

2. Statutory Standards... . . . . . . . . . .  . . . . . . . . . . . .  453
a. Section 102: Novelty and the Statutory Bars ...,.....,..453
Appl icat ion of  &orst . . . . . . . . . . . . .  . . . . . . . . . . . . .453
Pfaffv. Wells Electronics, Inc. ..........460
TP l-aboratories, Inc. v. Professional Positioners, [nc..................466

b. Section 102(9): Priori ty . . . . . . . . . . . . . .478
Paul ikv.  Ri2ka11a. . . . . . . . . . . .  , , .478

c.  Sect ion 103:  Nonobviousness. . . . . . . . . .  . . , . . . . . . .485
Graham v. John Deere Co. . . . . . . . . .  . . . . . .485
Stratoflex, Inc. v. Aeroquip Corp. .....494
KSR International Co. v. Teleflex Inc. ........ ..... 509

d. Sections 102 and 103 in Concert: What Is Prior Art? ....... ......524
Hazeltine Research, Inc. v. Brenner............ .... 524

e .  U t i l i t y  . . . . . . . . . 531
Brenner  v .  Manson. . . . . . . . . . . . .  . . . . . . . . . . . . . . .  532

f .  Inventorship. . . . . . . . .  . . . . . . . .541
g.  Enabl ing Disc losure. . . . . . . . . . . . .  . . . . . . .544

W.L. Gore & Associates v. Garlock. Inc. ......... 544
B. Administrat ive Procedures... . . . . . . . .  . . . . . . .549

1 .  App l i ca t ion . . . . . . . . . .  . . . . . . . . . . . . . . 549
a. Written Description and Drawings ............549

r23
123
132
r46
146

-........... L63

t67
170
170
175
r75
177
183
190
190

f.y n.

-t -----



xlv Tenle oR CoNtpnrs

b.  C la ims . . . . . . .553
2. Prosecut ion . . . .554

C.  R igh ts  and Remedies . . . . . . . . . . . . . . . .  . . . . . . . . . . . . . . . .568
L  R i g h t s . . . . . . . . .  . . . 5 6 8

Paper Converting Machine Co. v. Magna-Graphics Corp........... 568
Wilbur-El l is Co. v.  Kuther. . . . . . . . . . . . . . . . . .  . . .577

2.  Remedies . . . .  . . . .590
Rite-Hite Corp. v. Kelley Co, Inc. .........590

D.  In f r ingement . . . . . . . . . . . . . . . . . .  . . . . . . . .609
Flol td H. Crews, Patent Claims and lnfr inTement. . . . . . . . . . . . . . . . . . . . . . . . .609
Graver Tank & Mfg. Co. v.  Linde Air  Products Co.. . . . . . . . . . .  . . . . . . . . . . .  610
Warner-Jenkinson Co., Inc. v. Hilton Davi.s Chemical Co. ..........617

a.') -

Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd......... 627
Floyd H. Crews, Patent CLaims and lnfringement......................... 636

Preemption . . . . . . . .642
Unfair  Competi t ion and Trademark Law... . . .  . . . . . . . . . . .642

Sears, Roebuck & Co. v.  Stf f i l  Co. . . . . . . . . . . . . .  . . . . . . . . . . . . . . .6,42
Compco Corp. v. Day-Brite Lighting, |nc.............. ...645
Trade Secret Law.. . . . . . . . .  . . . .  650

Kewanee Oi l  Co. v.  Bicron Corp. . . . . . . . . . .  . . . . . . . . . . . . . . . . . . . .650
Undeveloped Ideas.. . . . . . .  . . . .664

Aronson v. Quick Point Penci l  Co. . . . . . . . . . . .  . . . . . . . . . . . . . . . . . .664
Indus t r ia l  Des ign . . . . . . . .  . . . . . . . .670

Bonito Boats, Inc. v.  Thunder Craft  Boats, |nc.. . . . . . . . . . . . . . . . . . . . . . . . . . . . .  670
IIL Copyright Law................... , .680

A. Requirements for Protect ion . . . . . . . . . . . .  . . . . . . . . .681
l.  Formal i t ies . . . . . .  681

a. Not ice and Publ icat ion . . . . . . . . . . . .  . . . . . . . . .  681
b. Registrat ion and Deposit  . . . . . . . . . . . . . . . . . . .686

Benjamin Kaplan, The Registration of Copyright.......................... 686
Statutory Subject Matter ...693

Copyright lnw Revision, H.R. Rep. No. 94-1476.. . . . . . . . . . . . . . . . . . . . . . . . .693
Baker  v .  Se lden. . . . .  . . . . . . . . . . . . . . . .700

Or ig ina l i t y . .  . . . .706
BLeistein v.  Donaldson Li thographing Co.. . . . . .  . . . . . . . . . . .707
Feist Publications, Inc. v. Rural Telephone Service Co. ............... 7l I

B .  Ownersh ip  . . . . . . . . .725
l.  Ini t ia l  Ownership: Works for Hire and Joint Works.. . . . . . . . . . . . . . . . . . .125

Copyright lnw Revision, H.R. Rep. No. 1476.. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .725
Communitv for Creative Non-Violence v. Reid... ...... 727
Er icksonv .Tr in iQTheat re , lnc . . . . . . . . . . . . . .  . . . . . . . . . . . . . . . . . . . .736

2.  Trans fers  o f  Ownersh ip  . . . . . . . . . . . . . . .  . . . . . . . .745
Copyright Law Revision, H.R. Rep. No. 1476.. . . . . . . . . . . .  . . . . . . . . . . . . . . . . . .745
New York Times Company, Inc. v. Tasini ..................746

3 .  T e r m . . . . . . . . . . .  . . . . . 7 5 8
4. Termination of Transfers ...762

E.
l .

2.

A
+ .

z -

a

' r.,i



TesLe op CoNreN'rs xv

553
< < , |

568
568

Copyright Law Revision, H.R. Rep. No. 1476.. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .762
C.  R igh tsandRemedies . . . . . . . . . . . . . . . . . . . . . . . . . . 766

l .  R i g h t s . . . . . . . . .  . . . . 7 6 6
a. The Statutory Rights and Limitat ions.. . . . . . . . . . . . .  . . . .766

Copyright lnw Revision, H.R. Rep. No. 94-1476.. . . . . . . . . . . . . . . . . . . . . . . . .766
( i . )  Reproduc t ion  R igh t . . . . . . .  . . . . . . . . . . . . . .772

Cartoon Network LP, LLLP v. CSC Holdings, Inc. .......................772
(i i . )  Derivat ive and Distr ibut ion Rights . . . . . . . . . . . . . . . .782

Mirage Edit ions, Inc. v.  Albucluerque A.R.T. Co. . . . . . . . . . . . . . . . . . . . . . . . . . .782
Lee v .  A .R.T .  Co.  . . . . . . . . . . . . .  . . . . .785

(i i i . )  Publ ic Performance and Display Rights . . . . .790
Columbia Pictures Industries, Inc. v. Redd Horne, Inc. ................790
Cartoon Network LP, LLLP v. CSC Holdings, |nc........................795

b.  Fa i r  Use . . . . . .804
Harper & Row Publishers, Inc. v. Nation Enterprises ..................804
Campbel l  v.  Acuff-Rose Music,  Inc. . . . . . . . . . . . . .  . . . . . . . . . . . . .814

c. Secondary Liabi l i ty . . . . . . .834
Fonovisa, Inc. v.  Cherry Auct ion, 1nc.. . . . . . . . . . . . .  . . . . . . . . . .  834

d.  Exc lus ive  R igh ts  and New Techno1og ies . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  841
Sony Corp. of America v. Universal City Studios, Inc. .................. 842
M etro-Goldwyn- M ayer Studios Inc. v. Grokster, Ltd. ................... 86 I

2 .  Remedies . . . .  . . . . .874
Copyright ktw Revision, H.R. Rep. No. 1476.. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .874
Stevens Linen Associates v.  Mastercraft  Corp.. . . . - . . . . . . . . . . . . . . . . . . . . . . . . .  877
Andreas v. Volkswagen of America, Inc. ................... 88,1

l .
Paul Goldstein, Goldstein on Coptright............. ........894

Literature.. . .  . . . .897
Nichols v.  Universal Pictures Corp. . . . . . . . . .  . . . . . . . . . . . . . . . . . .  897

Mus ic  . . . . . . . . . . . . . . .902
Se l le  v .  G ibb . . . . . . . . . . .  . . . . . . . . . . . . . . .  902

3.  V isua l  Ar ts . . . . . . . . . . . .  . . . . . . . . . . . . .912
Tufenkian Import/Export Ventures, Inc. v. Einstein Moomjy, Inc.. 9I2

E. Rights Beyond Copyright:Moral Right. . . . . . . . . .  . . . . . . . . . . . . . .924
Gil l iam v. American Broadcast ing Cos.,  Inc. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .926
Dastar Corp. v. Twentieth Century Fox Film Corp....................... %5

F.  Preempt ion  o f  S ta te  Law. . . . . . . . . . . .  . . . . . . . . . . . . . . . .945
Paul Goldstein, Goldstein on Copyright............. .......945

P \RT FOUR INTDLLECTUAL PROPERTY PROTECTION o{
Corupurpn Pnocnaus................................................... 955

I. Copyright Law........... ................957
A.  Scope of  Protect ion . . . . . . . . . . . . . . . . .  . . . . . . . . . . . . . . . . . .957

l . Computer  Code. . . . . . . . . . .  . . . . . . . .957
Computer Associates International, Inc. v. Altai, |nc....................957

User  In te r faces . . . . . . . . . . . . . .  . . . . .978

t  ' , r p .  . . . . . . . . . .  5 6 8
577
590
590
609

. . . . . . . ' . . . . .  60e
. .  . . . . . . . . . . . . .610
C o .  . . . . . . . . . . 6 1 7
.  L td . . . . . . . . .  627

636
642
642
642
645
650
650

686
686
693
693

k .

707
7 l l
't25

725
725
727
736
145
745

762

664
664
670
670
680
6 8 1
6 8 1
6 8 1

D.

L .

700
706

746
758

2 .

rlr



xvl TABLE oF CONTENTS

Lotus D ev e lopment C orp. v. Bo rland Inte rnational, I nc................ 97 I
L imi ts  o f  Pro tec t ion . . . . . . . . . . . . . . . . .  . . . . . . . . . . . . . . . . . . .994

Statutory Exemptions .........994
Vault  Corp. v.  Quaid Software Ltd. . . . . . . . . . . . .  . . . . . . . . . . . . . . . .994
Fair Use.. . . . .  . . . .  1008

Sega Enterprises Ltd. v. Accolade, Inc. ............ ........ 1008
3. First  Amendment. . . . . . . . . . .  . . .1021

Universal City Studios, Inc. v. Cor\ey......... ............. 1027
III. Patent Law........... .1047

Diamond v. Diehr. . . . . . .  . . . . . . .  1047
United States Patent and Trademark Office, Examination Guidelines

for Computer-Related Inventions .... 1064
State Street Bank & Trust Co. v. Signature Financial Group, Inc. 1073
AT&T Corp. v.  Excel Communicat ions, |nc.. . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  1078
Bi lskiv.  Kappos . . . . . . . . . . . . . . . . . .  1087

III. Trade Secret Law........... ......... f090
Computer Associates International, Inc. v. Alttti, |nc.................. 1090

PART FIVE INrnnBctuar Pnoprnrv PnorecuoN or
INousrnrnr Dnsrcrrr...... .......... 1098

I. Design Patent Law........... 1099
In re Nalbandian.. . . . . . . . . . .  . . . .  1099
Avia Group International, Inc. v. L.A. Gear California, Inc. ...... I105

Copyright Law........... ..............1113
Mazer v.  5tein.. . . . . . .  . . . . . . . . . . . . . .  I  I  13
Carol Barnhart  Inc. v.  Economy Cover Corp. . . . . . . . . . . . . . . . . . . . . . . . . . . . . .  I  I20

Trademark and Unfair Competition Law........ ........... 1137
In re Morton-Norwich Products, lnc.............. .......... I137
Two Pesos, Inc. v.  Taco Cabana, |nc.. . . . . . . . .  . . . . . . . . . . . . .  I141
Wal-Mart Stores, Inc. v.  Samara Brothers, (nc.. . . . . . . . . . . . . . . . . . . . . . . . . . .  I  l4 l
TrafFix Devices, Inc. v.  Market ing Displays, Lnc.. . . . . . . . . . . . . . . . . . . . . . .  I141
Ferrari S.P.A. Esercizio v. Robert.... .... 1 142

Federal Preemption .................1f58
Bonito Boats, Inc. v.  Thunder Craft  Boats, 1nc.. . . . . . . . . . . . . . . . . . . . . . . . . . .  1158

B.

2.

l .

TI.

m.

IV.


